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Registration Subject to the filing

Registration No 3672401 Registration date | 08/25/2009
International Re- NONE International Re- NONE
gistration No. gistration Date

Registrant Solvay SA

Rue du Prince Albert, 33
Brussels, 1050
BELGIUM

Goods/Services Subject to the filing

Class 001. First Use: 0 First Use In Commerce: 0

All goods and services in the class are requested, namely: Chemicals used in industry to the exclu-
sion of solvents; unprocessed artificialresins, unprocessed plastics used in industry; unprocessed
mixed plastic for manufacturing molded, laminated or extruded articles to the exclusion of thermo-
plastic elastomers

Class 017. First Use: 0 First Use In Commerce: 0

All goods and services in the class are requested, namely: Products of semi-worked plastics and syn-
thetic resins in the form of pellets, rods, foils, foams, fibers, films and sheets; Semi-finished elements
made from plastic material and synthetic resins, in the form of foils, bars, blocks, pellets, sheets,
tubes, profiles and plates, for use in manufacturing
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50011A
IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

SOLVAY S.A,,
Opposer/Respondent,
Opposition No. 91210094

V.

DYNASOL ELASTOMEROS, S.A. DE C.V,,

e N e N N N N N N N

Applicant/Petitioner.

ANSWER TO NOTICE OF OPPOSITION
AND
COUNTERCIAIM FOR CANCELLATION OF U.S. REGISTRATION NO. 3,672.401

DYNASOL ELASTOMEROS, S.A. DE C.V. as Applicant and counterclaim Petitioner
(hereinafter, “Dynasol”) hereby answers the Notice of Opposition in the above-identified
proceeding as follows:

Dynasol denies that SOLVAY S.A., the Opposer and counterclaim Respondent (hereinafter,

“Solvay”) will be damaged by the registration of its mark SOIP rene

shown in Dynasol’s U.S.
Trademark Application Serial No. 85523560 (hereinafter, “the *560 Application”) and answers the
numbered paragraphs of the Notice of Opposition as set forth below:

1. Dynasol lacks knowledge or information sufficient to form a belief as to the truth of Solvay’s
allegations regarding the business of Solvay and its subsidiaries and related companies and to
the history of such business or products of such business, and therefore denies the
allegations of paragraph 1 of the Notice of Opposition.

2. Dynasol admits that the USPTO’s TSDR database shows Solvay as the current owner of

Reg. No. 3672401 (hereinafter, “the 401 Registration”) but lacks knowledge or information



10.

11.

12.

13.

sufficient to form a belief as to the truth of Solvay’s allegation that it owns the ‘401
Registration and therefore denies the same.

Dynasol admits that the USPTO’s TSDR database shows Solvay as the current owner of
Reg. No. 2810114, but lacks knowledge or information sufficient to form a belief as to the
truth of Solvay’s allegation that it owns said Registration and therefore denies the same.
Dynasol denies the allegations in paragraph 4 of the Notice of Opposition.

Dynasol denies the allegations in paragraph 5 of the Notice of Opposition.

Dynasol admits the allegations in paragraph 6 of the Notice of Opposition.

Dynasol lacks knowledge or information sufficient to form a belief as to the truth of Solvay’s
allegations regarding priority, and therefore denies the allegations of paragraph 7 of the
Notice of Opposition.

Dynasol lacks knowledge or information sufficient to form a belief as to the truth of Solvay’s
allegations regarding the relatedness of the goods, and therefore denies the allegations of
paragraph 8 of the Notice of Opposition.

Dynasol denies the allegations in paragraph 9 of the Notice of Opposition.

Dynasol denies the allegations in paragraph 10 of the Notice of Opposition.

Dynasol denies the allegations in paragraph 11 of the Notice of Opposition.

COUNTERCLAIM - PETITION FOR CANCELLATION
Dynasol hereby re-alleges and restates paragraphs 1 - 11 above as if fully set forth herein.
Dynasol, a corporation of Mexico, having a principal place of business at Carretera
Tampico-Mante Km. 28.5, Altamira, Tamaulipas 89600 believes that it is and/or will be
damaged by the ‘401 Registration owned by Solvay for the mark SOLVENE (Standard
Character) covering goods in Class 001 identified as “Chemicals used in industry to the
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14,

15.

exclusion of solvents; unprocessed artificial resins, unprocessed plastics used in industry;
unprocessed mixed plastic for manufacturing molded, laminated or extruded articles to the
exclusion of thermoplastic elastomers” and goods in Class 017 identified as “Products of
semi-worked plastics and synthetic resins in the form of pellets, rods, foils, foams, fibers,
films and sheets; Semi-finished elements made from plastic material and synthetic resins, in
the form of foils, bars, blocks, pellets, sheets, tubes, profiles and plates, for use in
manufacturing”, (Classes 001 and 017 collectively hereinafter, “Solvay’s Goods”) registered
on August 25, 2009 and pursuant to Rule 2.111 of the Trademark Rules of Practice, hereby
petitions for the cancellation thereof.

The specific grounds for cancellation are as follows:

Dynasol s the record owner of: United States Trademark Registration No. 1066517 for the
mark SOLPRENE (Standard Character)(hereinafter, “the ‘517 Registration”) filed on June
10, 1976 and registered on May 31, 1977 for goods in Class 001 identified as “Plastomers in
particulate form”, the current status and title for which is attached as Exhibit 1; and the ‘560
Application for the mark SOLPRENE (Stylized) filed on an intent to use basis on January
24, 2012 for goods in Class 017 identified as “Rubber, synthetic rubber and rubber
substitutes, namely silicone rubber and rubber derivatives” (collectively hereinafter,
“Dynasol’s SOLPRENE mark”). Solvay has opposed registration of the ‘560 Application on
the grounds of a likelihood of confusion with the ‘401 Registration and Registration No.
2810114, presumably under Section 2(d) of the Trademark Act of 1946, as amended.

Since long prior to the filing date of the Solvay’s ‘401 Registration and any date of first use

associated therewith, Dynasol and/or its predecessots in interest, used continuously and is



16.

17.

18.

19.

20.

21.

22.

23.

currently using the designation SOLPRENE in various forms as a trademark in connection and
association with, and to identify Dynasol’s goods.

As a result of the use of the SOLPRENE described above, Dynasol’s mark functions as a
distinctive trademark, associated with and identifying Dynasol’s goods, and has functioned as
such since prior to the filing date of Solvay’s 401 Registration or any date of first use Solvay can
claim for mark of the ‘401 Registration.

On information and belief, Solvay did not use Solvay’s SOLVENE mark in the United
States in connection with any of the goods identified in the ‘401 Registration prior to
February 3, 2009, the filing date of the application that matured to the ‘401 Registration.
Solvay was not entitled to exclusive use of SOLVENE as a mark in the United States on the
date Solvay filed the application, namely, February 3, 2009 for the goods identified therein.
On information and belief, Solvay did not use the SOLVENE mark in the United States on or
in connection with the goods listed in the ‘401 Registration as of August 25, 2012.

On information and belief, Solvay has not used the SOLVENE mark in the United States on ot
in connection with the goods listed in the ‘401 Registration prior to 2007.

On information and belief, Solvay has not used the SOLVENE mark in the United States on or
in connection with the goods listed in the ‘401 Registration prior to 1976.

Solvay is not now and never was entitled to appropriate or apply for registration of SOLVENE
for the goods set forth in the ‘401 Registration.

Solvay’s Goods are related to the goods of the ‘560 Application.

Solvay’s Goods are sold or likely to be sold to the same classes of purchasers as the goods of

the ‘560 Application.
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34.

35:

Solvay’s Goods are sold or likely to be sold through the same channels of trade as the goods
of the ‘560 Application.

On information and belief, Solvay markets plastomers in particulate form under the
SOLVENE mark.

Solvay’s Goods include plastomers in particulate form.

Solvay’s Goods are related to the goods of the 517 Registration.

Solvay’s Goods are sold or likely to be sold to the same classes of purchasers as the goods of
the 517 Registration.

Solvay’s Goods are sold or likely to be sold through the same channels of trade as the goods
of the ‘517 Registration.

Solvay’s SOLVENLE mark is substandally similar to Dynasol’s SOLPRENE mark.

Solvay’s SOLVENE mark is likely, when applied to Solvay’s Goods and compared with
Dynasol’s SOLPRENE mark for goods of the ‘517 Registration to cause confusion or to
cause mistake or to deceive.

Solvay’s SOLVENE mark is likely, when applied to Solvay’s Goods and compared with
Dynasol’s SOLPRENE mark for goods of the 560 Application to cause confusion or to
cause mistake or to deceive.

Dynasol is and/or will be damaged by the use and registration of Solvay’s SOLVENE mark
for Solvay’s goods because purchasers, persons in the trade, the public and Dynasol’s own
customers and potential customers will be confused as to the source or origin of Solvay’s
Goods sold under Solvay’s SOLVENE mark to the detriment and damage of Dynasol.
Dynasol is and/or will be damaged by the use and registration of Solvay’s SOLVENE mark

for Solvay’s Goods because purchasers, person in the trade, the public, and Dynasol’s own
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customers and potential customers will mistakenly assume that such goods sold under
Solvay’s Mark are associated with, endorsed by or in some other way related to or sponsored
by Dynasol to the detriment and damage of Dynasol.
36. Registration of Solvay’s SOLPRENE mark is specifically barred by the provisions of Section
2(d) of the Trademark Act of 1946, as amended, because said mark consists of or comprises
a mark which so resembles a mark or trade name previously used and registered in the
United States by Dynasol and not abandoned, as to be likely, when applied to Solvay’s
Goods to cause confusion, to cause mistake, or to deceive.
kK ok ok ok
This Petition for Cancelladon is submitted together with $600.00 in payment of the statutory
filing fee. Should any additional fee be required, please charge the same to Deposit Account No. 18-

2220 and notify the undersigned accordingly.

WHEREFORE, Dynasol prays as follows:

(a) that this Opposition be dismissed;
(b) that the opposed Application Serial No. 85523560 proceed to allowance; and
(c) that the Petition to Cancel U.S. Registration No. 3672401 be sustained and the

Registration be cancelled.

Respectfully submitted,
DYNASOL ELASTOMEROS, S.A. DE C.V,,

Date: August_ S 2014 x_ﬁéb/éé‘fﬁ
/ k

David S. Abramis

Stephen A. Straub

Counsel for Dynasol

Roylance, Abrams, Berdo & Goodman, 1..L.P.
1300 19" Street, N.W., Suite 600

Washington, DC 20036-1649
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Office: (202) 659-9076
Fax: (202) 659-9344
docketing(@roylance.com
dabrams(@roylance.com
sstraub@roylance.com

CERTIFICATE OF SERVICE

I hereby certify that a copy of the foregoing ANSWER TO NOTICE OF OPPOSITION
AND COUNTERCLAIM FOR CANCELLATION OF U.S. REGISTRATION NO. 3,672,401
was deposited with the U S. Postal Service, postage prepaid for delivery by First-Class Mail to
counsel for Solvay this ﬂl day of August 2014 as follows:

Mark Harrison

Venable LLP

575 7th Street
Washington, DC 20004

United States

Ay Tt

Stephen A. aub
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

SOLVAY S.A.,
Opposet/Respondent,
Opposition No. 91210094

V.

DYNASOL ELASTOMEROS, S.A. DE C.V,,

Applicant/Petitioner.

EXHIBIT 1
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SOLPRENE

IC 001. US 001. G & S: PLASTOMERS IN PARTICULATE FORM. FIRST USE: 19760317.
FIRST USE IN COMMERCE: 19760317

(1) TYPED DRAWING

73089917
June 10, 1976
1A

1A

1066517

May 31, 1977

(REGISTRANT) PHILLIPS PETROLEUM COMPANY CORPORATION DELAWARE
BARTLESVILLE OKLAHOMA 74004

(LAST LISTED OWNER) DYNASOL ELASTOMEROS, S.A. DE C.V. CORPORATION MEXICO
CARRETERA TAMPICO-MANTE KM. 28.5 ALTAMIRA, C.P. 89600 TAMAULIPAS MEXICO

ASSIGNMENT RECORDED
DAVID S. ABRAMS

0764104

TRADEMARK

PRINCIPAL

SECT 15. SECTION 8(10-YR) 20070625.
2ND RENEWAL 20070625

LIVE
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